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DETAILED ACTION 

1. This action is responsive to communications: Amendment B filed 1 1/3/2003 

2. Claims 1-9,1 1,12,14-20,22-27 and 29-39, are pending in the case. Claims 1, 14, 22, 27, 
30, and 37-39 are independent claims. 

3. The indicated allowability of claims 38 and 39 is withdrawn in view of the newly 
discovered reference(s) to Gounares. Rejections based on the newly cited reference(s) follow. 
In addition, the previous Office Action indicated there was allowable subject matter in claim 13, 
and analogous claims. Applicant has added the limitations of claims 10 and 13 into every 
independent claim, however did not add the limitations of the intervening claims as required by 
the Office Action. The amendments have considerably altered the scope of the claims, however 
the indicated notice allowable subject matter which now resides in several claims, is also 
withdrawn in view of the newly discovered reference(s) to Gounares. 

4. The rejection of claim 4 under § 1 12 was made in error and has been withdrawn and 
resubmitted properly as the rejection of claim 5 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claim 5 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter, which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
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which it is most nearly connected, to make and/or use the invention. Although, the formats 
claimed in claim 4 are mentioned the specification. The specification discloses an invention that 
relies heavily on DOM trees, which were known to interact with HTML/XML documents. It is 
not apparent from the specification how one of ordinary skill in the art would adapt these 
claimed formats to work with a DOM tree, or the instant invention. 

Claim Rejections -35 USC §103 
7. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8 Claims 1-4, 6-9, 11, 12, 14-20, 22-27 and 29-39 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Raman (USPN 5748186— patented 5/5/1998) and further in view 

of "Extensible Server Pages (XSP) Layer 1" by Stefano Mazzocchi (published 6/11/99), and 

further in view of Gounares et al. (USPN 6681370 - Filed 5/19/1999. 

Regarding independent claim 1, Raman discloses receiving the document in a first digital 

format (col. 4, 11. 39-34). Raman teaches that these documents will include an element (FIG. 3). 

Raman teaches the elements are stored within a data structure (col. 4, 11. 48-49). Inherently, to be 

stored in a computer system they must be given some type of unique identifier for example, a 

variable name, or a memory location. Raman teaches using the script to present the document 

(col. 3, 11. 8-11). Raman does not explicitly disclose producing a corresponding script but does 

disclose methods for use in such a script (cols. 6-7). Mazzocchi teaches a second digital format, 

including a portion of an original document expressed in a second digital format, with identifiers 
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for elements (p. 7-8). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to combine Mazzocchi and Raman as it is easier to transmit a text script then data 
objects. 

Neither Raman nor Mazzocchi disclose using a modification script. Gounares teaches a client 
machine that receives a modification script in response to an event (col. 9, 11. 46-52). Gounares 
also teaches using the modification script to modify the presented part of the document (col 9, 11. 
52-57). It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Gounares with Raman and Mazzocchi as Raman and Mazzocchi provide tools for 
working with DOM trees and Gounares uses DOM trees as it's underlying structure (Gounares, 
col. 7, 11. 7-8). 

Regarding dependent claim 2, Raman teaches storing the element (col. 4, 11. 48-49), and 
inherently the identifier as described in claim 1 . 

Regarding dependent claim 7, Raman teaches forming a model of a logical structure of the 
document (col. 4, 11. 55-64). Raman does not explicitly disclose translating a corresponding 
script but does disclose methods for use in such a script (cols. 6-7). Mazzocchi teaches a script 
representation, of a DOM tree (p. 7-8). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to combine Mazzocchi and Raman as it is easier to transmit a text 
script then data objects. It would have been further obvious to provide the script so that it could 
be used. 

Regarding dependent claim 10, Raman teaches a client (col. 3, 11. 66-67). Raman also teaches 
using the script to present the document (col. 3, 11. 8-11). 
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Regarding dependent claim 11, Raman teaches generating an event in response to user input 
(col. 6, 11. 30-32). Raman also teaches associating the event with an element, which has an 
inherent identifier (col. 7, 11. 33-43). Raman does not teach providing the event and the identifier 
to the transcoded. Gounares also teaches the event is generated in response to user input and 
associated with an element in the original document c8.6-l 1. Gounares teaches presenting the 
event and it's identifier to be transcoded (col. 9, 11. 52-57). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Gounares with Raman and 
Mazzocchi as Raman and Mazzocchi provide tools for working with DOM trees and Gounares 
uses, DOM trees as it's underlying structure (Gounares, col. 7, 11. 7-8). 
Regarding independent claim 14, Raman discloses receiving the document in a first digital 
format (col. 4, 11. 39-34). Raman teaches that these documents will include an element (FIG. 3). 
Raman teaches the elements are stored within a data structure (col. 4, 11. 48-49). Inherently, to be 
stored in a computer system they must be given some type of unique identifier for example, a 
variable name, or a memory location. Raman teaches forming a model of a logical structure of 
the document (col. 4, 11. 55-64). Raman teaches a client (col. 3, 11. 66-67). Raman teaches using 
the script to present the document (col. 3, 11. 8-1 1). Raman does not explicitly disclose 
translating a corresponding script but does disclose methods for use in such a script (cols. 6-7). 
Mazzocchi teaches a script representation, of a DOM tree (p. 7-8). It would have been obvious 
to one of ordinary skill in the art at the time of the invention to combine Mazzocchi and Raman 
as it is easier to transmit a text script then data objects. It would have been further obvious to 
provide the script so that it could be used. 
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Neither Raman nor Mazzocchi disclose using a modification script. Gounares teaches a client 
machine that receives a modification script in response to an event (col. 9, 11. 46-52). Gounares 
also teaches using the modification script to modify the presented part of the document (col. 9, 11. 
52-57). It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Gounares with Raman and Mazzocchi as Raman and Mazzocchi provide tools for 
working with DOM trees and Gounares uses DOM trees as it's underlying structure (Gounares, 
col 7, 11. 7-8). 

Regarding dependent claims 11 and 15, Raman teaches generating an event in response to user 
input (col. 6, 11. 30-32). Raman also teaches associating the event with an element, which has an 
inherent identifier (col. 7, 11. 33-43). Raman does not teach providing the event and the identifier 
to the transcoded. Gounares also teaches the event is generated in response to user input and 
associated with an element in the original document c8.6-l 1 . Gounares teaches presenting the 
event and it's identifier to be transcoded (col. 9, 11. 52-57). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Gounares with Raman and 
Mazzocchi as Raman and Mazzocchi provide tools for working with DOM trees and Gounares 
uses DOM trees as it's underlying structure (Gounares, col. 7, 11. 7-8). 

Regarding dependent claims 12 and 20, Raman teaches accessing the model for usage (cols 6- 
7). This inherently must be done with an identifier. Raman teaches transcoding the document 
(col. 3, 11. 8-1 1)). Neither Raman nor Mazzocchi teach producing the script. Gounares teaches 
using the model to generate the modification script (Fig. 5). Tree data (514), that is the model, is 
used to create the modification script. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to modify Gounares with Raman and Mazzocchi as Raman and 
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Mazzocchi provide tools for working with DOM trees and Gounares uses DOM trees as it's 
underlying structure (Gounares, col. 7, 11. 7-8). 

Regarding independent claim 22, the transcoder proxy comprising the system of claim 14 is 
rejected under the same rationale. 

Regarding dependent claim 23, Raman teaches receiving access commands, used for accessing 
(col. 7), and providing in the first format (col. 7, 11. 50-58). 

Regarding dependent claim 24, the receiving and translating of a second potion is taught by the 
combination of Raman Mazzocchi, and Gounares as being the same process for the first portion, 
as taught in claim 22. 

Regarding dependent claims 4, 19, and 26, Raman teaches the first format is HTML (col. 3, 11. 
40-42). 

Regarding independent claim 30, Raman discloses receiving the document in a first digital 
format (col. 4, 11. 39-34). Raman teaches that these documents will include an element (FIG. 3). 
Raman teaches the elements are stored within a data structure (col. 4, 11. 48-49). Inherently, to be 
stored in a computer system they must be given some type of unique identifier for example, a 
variable name, or a memory location. Raman teaches forming a model of a logical structure of 
the document (col. 4, 11. 55-64). Raman teaches a client (col. 3, 11. 66-67). Raman teaches an 
output device and a user agent configured to receive a script, which includes an element and 
inherently an identifier (FIG. 1). Raman teaches providing output commands to the output 
device (col. 3, 11. 8-16). Raman does not explicitly disclose translating a corresponding script but 
does disclose methods for use in such a script (cols. 6-7). Mazzocchi teaches a script 
representation, of a DOM tree (p. 7-8). It would have been obvious to one of ordinary skill in the 
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art at the time of the invention to combine Mazzocchi and Raman as it is easier to transmit a text 
script then data objects. 

Neither Raman nor Mazzocchi teach transcoding a DOM tree. Gounares teaches a client 
machine creates a transcoded DOM tree (FIG 5, 516n). Gounares also teaches using the 
modification script to modify the presented part of the document (col. 9, 11. 52-57). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Gounares with Raman and Mazzocchi as Raman and Mazzocchi provide tools for working with 
DOM trees and Gounares uses DOM trees as it's underlying structure (Gounares, col. 7, 11. 7-8). 
Regarding dependent claim 31, Raman teaches generating an event in response to user input 
(col. 6, 11. 30-32). Raman also teaches associating the event with an element, which has an 
inherent identifier (col. 7, 11. 33-43). Raman does not teach providing the event and the identifier 
to the transcoded, Gounares also teaches the event is generated in response to user input and 
associated with an element in the original document c8.6-l 1. Gounares teaches presenting the 
event and it's identifier to be transcoded (col. 9, 11. 52-57). Gounares teaches a modifying in 
response to a modification script (col. 9, 11. 46-52). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Gounares with Raman and 
Mazzocchi as Raman and Mazzocchi provide tools for working with DOM trees and Gounares 
uses DOM trees as it's underlying structure (Gounares, col. 7, 11. 7-8). 
Regarding independent claim 32, Raman discloses receiving the document in a first digital 
format (col. 4, 11. 39-34). Raman teaches that these documents will include an element (FIG. 3). 
Raman teaches the elements are stored within a data structure (col. 4, 11. 48-49). Inherently, to be 
stored in a computer system they must be given some type of unique identifier for example, a 
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variable name, or a memory location. Raman teaches forming a model of a logical structure of 
the document (col. 4, 11. 55-64). Raman does not explicitly disclose translating a corresponding 
script but does disclose methods for use in such a script (cols. 6-7). Mazzocchi teaches a script 
representation, of a DOM tree (p. 7-8). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to combine Mazzocchi and Raman as it is easier to transmit a text 
script then data objects. It would have been further obvious to provide the script so that it could 
be used. 

Regarding independent claim 37, Raman discloses receiving the document in a first digital 
format (col. 4, 11. 39-34). Raman teaches that these documents will include an element (FIG. 3). 
Raman teaches the elements are stored within a data structure (col 4, 11. 48-49). Inherently, to be 
stored in a computer system they must be given some type of unique identifier for example, a 
variable name, or a memory location. Raman teaches forming a model of a logical structure of 
the document (col. 4, 11. 55-64). Raman does not explicitly disclose translating a corresponding 
script but does disclose methods for use in such a script (cols. 6-7). Mazzocchi teaches a script 
representation, of a DOM tree (p. 7-8). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to combine Mazzocchi and Raman as it is easier to transmit a text 
script then data objects. It would have been further obvious to provide the script so that it could 
be used. 

Raman teaches generating an event in response to user input (col. 6, 11. 30-32). Raman also 
teaches associating the event with an element (col. 7, 11. 33-43). Raman does not teach providing 
the event and the identifier to the transcoded though it would have been obvious to do so that the 
event could be properly transcoded. 
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Raman teaches accessing the model for usage (cols 6-7). This inherently must be done with an 
identifier. Raman teaches transcoding the document (col. 3, 11. 8-11)). Raman does not teach 
producing the script. 

Neither Raman nor Mazzocchi teach transcoding a DOM tree. Gounares teaches a client 
machine creates a transcoded DOM tree (FIG 5, 516n). Gounares also teaches using the 
modification script to modify the presented part of the document (col. 9, 11. 52-57). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Gounares with Raman and Mazzocchi as Raman and Mazzocchi provide tools for working with 
DOM trees and Gounares uses DOM trees as it's underlying structure (Gounares, col. 7, 11. 7-8). 
Regarding dependent claims 8, 16 and 33, Raman teaches methods for access and 
manipulating the document (cols. 6-7). 

Regarding dependent claims 9, 17, and 34, Raman teaches the model is made up out of 
document objects (col. 4, 11. 61-62), and is therefore a document object model. 
Regarding dependent claims 3, 18, 25, and 35, Raman discloses the first format is a text based 
markup language (col. 3, 11. 40-42). 

Regarding dependent claims 6 and 36, Raman does not explicitly disclose translating a 
corresponding script but does disclose methods for use in such a script (cols. 6-7). Mazzocchi 
teaches a script representation, including a portion of an original document expressed in a second 
digital format, with identifiers for elements (p. 7-8). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine Mazzocchi and Raman as it is 
easier to transmit a text script then data objects. 
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Regarding independent claim 38, Raman discloses receiving the document in a first digital 
format (col. 4, 11. 39-34). Raman teaches that these documents will include an element (FIG. 3). 
Raman teaches the elements are stored within a data structure (col. 4, 11. 48-49). Inherently, to be 
stored in a computer system they must be given some type of unique identifier for example, a 
variable name, or a memory location. Raman teaches using the script to present the document 
(col. 3, 11. 8-1 1). Raman does not explicitly disclose producing a corresponding script but does 
disclose methods for use in such a script (cols. 6-7). Mazzocchi teaches a second digital format, 
including a portion of an original document expressed in a second digital format, with identifiers 
for elements (p. 7-8). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to combine Mazzocchi and Raman as it is easier to transmit a text script then data 
objects. 

Neither Raman nor Mazzocchi disclose using a modification script. Gounares teaches a client 
machine that receives a modification script in response to an event (col. 9, 11. 46-52). Gounares 
also teaches using the modification script to modify the presented part of the document (col. 9, 11. 
52-57). It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Gounares with Raman and Mazzocchi as Raman and Mazzocchi provide tools for 
working with DOM trees and Gounares uses DOM trees as it's underlying structure (Gounares, 
col, 7, 11. 7-8). 

Raman teaches generating an event in response to user input (col. 6, 11. 30-32). Raman also 
teaches associating the event with an element, which has an inherent identifier (col. 7, 11. 33-43). 
Raman does not teach providing the event and the identifier to the transcoded. Gounares also 
teaches the event is generated in response to user input and associated with an element in the 
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original document c8.6-l 1. Gounares teaches presenting the event and it's identifier to be 
transcoded (col. 9, 11 52-57). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Gounares with Raman and Mazzocchi as Raman and Mazzocchi 
provide tools for working with DOM trees and Gounares uses DOM trees as it's underlying 
structure (Gounares, col. 7, 11 7-8). 

Regarding independent claim 39, Raman discloses receiving the document in a first digital 
format (col. 4, 11. 39-34). Raman teaches that these documents will include an element (FIG. 3). 
Raman teaches the elements are stored within a data structure (col. 4, 11. 48-49). Inherently, to be 
stored in a computer system they must be given some type of unique identifier for example, a 
variable name, or a memory location. Raman teaches using the script to present the document 
(col. 3, 11. 8-1 1). Raman does not explicitly disclose producing a corresponding script but does 
disclose methods for use in such a script (cols. 6-7). Mazzocchi teaches a second digital format, 
including a portion of an original document expressed in a second digital format, with identifiers 
for elements (p. 7-8). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to combine Mazzocchi and Raman as it is easier to transmit a text script then data 
objects. 

Neither Raman nor Mazzocchi disclose using a modification script. Gounares teaches a client 
machine that receives a modification script in response to an event (col. 9, 11. 46-52). Gounares 
also teaches using the modification script to modify the presented part of the document (col. 9, 11. 
52-57). It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Gounares with Raman and Mazzocchi as Raman and Mazzocchi provide tools for 
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working with DOM trees and Gounares uses DOM trees as it's underlying structure (Gounares, 
col. 7, 11. 7-8). 

Raman teaches generating an event in response to user input (col. 6, 11. 30-32). Raman also 
teaches associating the event with an element, which has an inherent identifier (col. 7, 11. 33-43). 
Raman does not teach providing the event and the identifier to the transcoded. Gounares also 
teaches the event is generated in response to user input and associated with an element in the 
original document c8.6-l 1. Gounares teaches presenting the event and it's identifier to be 
transcoded (col. 9, 11. 52-57). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Gounares with Raman and Mazzocchi as Raman and Mazzocchi 
provide tools for working with DOM trees and Gounares uses DOM trees as it's underlying 
structure (Gounares, col. 7, 11. 7-8). 

9. Claims 5 is rejected under 35 U.S.C 103(a) as being unpatentable over Raman, 
Mazzocchi, and Gounares as applied to claim 1 above, and further in view of Applicant's 
Admitted Prior Art. 

Regarding dependent claim 5, Raman and Mazzocchi are silent as to PDF, AFP, and postscript 
documents. Applicant admits that these formats were well-known digital formats (p. 17-19). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to include 
these formats so more types of documents could be used with the invention. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam M Queler whose telephone number is (703) 308-5213. 
The examiner can normally be reached on Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather R Herndon can be reached on (703) 308-5186. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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